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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Peter Charles Astles, et al. 
Serial No.: 10/500,517 Case: 22059P 

Filed: June 29, 2004 

For . AZA-CYCLIC COMPOUNDS AS MODULATORS 

OF ACETYLCHOLINE RECEPTORS 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

DECLARATION OF JOHN C. TODARO 

Sir: 

I, John C. Todaro, hereby declare the following: 

1 . I have been employed by Merck & Co., Inc. since 2003, and 
currently hold the title of Assistant Counsel in the Patent Department. 

2. I am a registered attorney with the United States Patent & Trademark 

Office. 

3. I have primary responsibility for prosecuting U.S. patent application 
no. 10/500,517 for the above named applicants in the U.S. Patent Office. 




Art Unit: 
1625 

Examiner: 

Seaman, D. 
Margaret M 



4. I reviewed and searched the file jacket for the referenced application 
and could not locate the original Notice of Allowance and Issue Fee due, mailed 



Serial No.: 10/500,517 
Case No.: 22059P 
Page 2 

September 19, 2007 (Exhibit A). I have also reviewed and searched the docket record for 
this application (Exhibit B). The docket record indicates that the original Notice of 
Allowance was never received. I could not locate an entry in the docket record for the 
Notice of Allowance being received other than the copy downloaded from the PAIR 
system, by the undersigned after the receipt of the Notice of Abandonment (Exhibit C) 
and docketed by applicants' Legal Administration Department on January 9, 2008. 

5. I also personally interviewed Kathleen K. Klutkowski and reviewed 
her declaration and accompanying exhibits. 

6. Based on my inquiry and review and search of the file jacket and 
docket records, I attest to the best of my knowledge and belief that the original Notice of 
Allowance was not received by applicants. 

7. I hereby declare that all statements made herein of my own 
knowledge are true and that all statement made of information and belief are believed to 
be true and further that these statements are made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such willful false statements 
may jeopardize the validity of the application or any patent issuing thereon. 

Respectfully submitted, 
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Date: March 17,2008 

I hereby certify that this correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to: 
Commissioner tor Patents, R0. Box 1450, 
Alexandria, Virginia 22313-1450, on the date 
appearing below. ^ 
MERCK & CO., INC. 

B^L£x^ia Date_4a/Z^ 
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UNITED STATES DEPARTMENT OF 
United States Patent aod Trademark 
Addn** COMMISSIONER FOR PATH 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
wvrw.uxplo.gov 




OWANCE AND FEE(S) DUE 



210 



7590 



09/19/2007 



MERCK AND CO., INC 
P O BOX 2000 
RAHWAY, NJ 07065-0907 



[ 



EXAMINER 



SEAMAN, D MARGARET M 



ART UNIT 



PAPER NUMBER 



1625 

DATE MAILED: 09/19/2007 



APPLICATION NO, | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO, 

10/500,517 Od/29/2004 Peter Charles AsUes 22059P 8378 

TITLE OF INVENTION: AZA-CYCLIC COMPOUNDS AS MODULATORS OF ACETYLCHOLINE RECEPTORS 



APPLN. TYPE 


SMALL ENTITY 


ISSUE FEE DUE 


PUBLICATION FEE DUE 


PREV. PAID ISSUE FEE | TOTAL FEE(S) DUE 


DATE DUE 



nonprovisional NO $1400 $300 $0 $1700 12/19/2007 



THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION QH THE MERITS IS CLOSEP. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY EERKffi CANNOT fi£ EXTENDED . SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES 
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS 
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM 
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW 
DUE. 



HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box 5b on Part B - 
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 



If the SMALL ENTITY is shown as NO: 



A. Pay TOTAL FEE(S) DUE shown above, or 



B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 



II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a 
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing 
the paper as an equivalent of Part B. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 
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United States Patent^e^ademark Office 




UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addroi: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 273I3-I4SO 



APPLICATION NO. 



FILING DATE 



NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/500,517 



210 



06/29/2004 



Peter Charles As ties 



7590 



09/19/2007 



MERCK AND CO., INC 
P O BOX 2000 
RAHWAY, NJ 07065-0907 



22059P 



8378 



EXAMINER 



SEAMAN, D MARGARET M 



ART UNIT 



PAPER NUMBER 



1625 

DATE MAILED: 09/19/2007 



Determination of Patent Term Adjustment under 35 U.S.C 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 464 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 464 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571>272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at 1 -(888)^786-0101 or 
(571)-272-4200. 
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.Application No. I Appllcant(s) 

10/500,51 7 ASTLES ET AL. 

Examiner Art Unit 

ID. Margaret Seaman/ 1625 

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable. PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . This communication is responsive to paper dated 6/14/2007 . 

2. El The allowed claim(s) is/are 13-52.54 and 55 . 

3. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a) □ All b) □ Some* c) □ None of the: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

5. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper NoVMail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper NoVMail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1 .121(d). 

6. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 




Attachment(s) 








1 . □ Notice of References Cited (PTO-892) 


5. 


□ 


Notice of Informal Patent Application 


2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 


6. 


□ 


Interview Summary (PTO-413). 
Paper NoVMail Date 


3. □ Information Disclosure Statements (PTO/SB/08), 


7. 


□ 


Examiner's Amendment/Comment 


Paper No./Mail Date 








4. □ Examiner's Comment Regarding Requirement for Deposit 


8. 


□ 


Examiner's Statement of Reasons for Allowance 


of Biological Material 


9. 


□ 


Other . 



/D. Margaret Seaman/ 
Primary Examiner 
Art Unit: 1625 



U.S. Patent and Trademark Office 
PTOL-37 (Rev. 08-06) 



Notice of Allowability 



Part of Paper No./Mail Date 20070802 



EXHIBIT C 




United States Patent 



mark Office 




UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



'ENTOR 



MTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/500,517 



06/29/2004 



s Astles 



22059P 



8378 



7590 

MERCK AND CO., INC 
P O BOX 2000 
RAHWAY, NJ 07065-0907 



01/16/2008 



EXAMINER 



SEAMAN, D MARGARET M 



ART UNIT 



PAPER NUMBER 



1625 



MAIL DATE 



DELIVERY MODE 



Notice of Abandonment 



01/16/2008 



PAPER 



This application is abandoned in view of: 

1 . □ The applicant's failure to timely file a proper reply to the Office letter mailed on . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission date , 



(b)Q 



expiration of the period for reply (including 
A proposed reply was received on 



), which is after the 

t total extension of month(s)) which expired on . 

_, but it does not constitute a proper reply under 37 CFR 1.113(a) to the final 



rejection. (A proper reply under 37 CFR 1.1 13 to a final rejection consists only of: 

(1) a timely filed amendment which places the application in condition for allowance: 

(2) a timely filed Notice of Appeal (with appeal fee); 

(3) a timely filed Request for Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to 

the non final rejection. See 37 CFR 1 .85(a) and 1 .1 1 1 . (See explanation in box e below). 

(d) □ No reply has been received. 

$b Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three 
months from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission 

date ), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set 

in the Notice of Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $_ 



The publication fee, if required by 37 CFR 1.18(d) , is $_ 



(c) The issue fee and publication fee, if applicable, has not been recieved. 

□ Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 
Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Trasmission dated 

), which is after the expiration of the period for reply. 



4. 



(b) □ No corrected drawing have been received. 

□ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or 
all of the applicants. 

□ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 
1.34(a)) upon the filling of a continuing application. 

□ The decision by the Board of Patent Appeals and interference rendered on and because the period for seeking 

court review of the decision has expired and there are no allowed claims. 

□ The reason(s) below: 



Petitions to revive under 37 CFR 1.137(a) or (b), or request to withdraw the holding of abandonment under 37 CFR 1.181, 
should be promptly filed to minimize any negative effects on patent term. 

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200. 

Patent Publication Branch 
Office of Data Management 



FORM PTO-ABNO (Rev. 08/07) 



Attachment to Notice of Abandonment 



For questions concerning the notice contact 
Office of Patent Publication 
Image Assistance Center: 888-786-0101. 

Information is also available on the USPTO Internet web site: 
http://www.uspto.gov/web/patents/pubs/abandonnotice.htmI 

Respond to the Notice of Abandonment by one of the following: 

1. Petition To Withdraw Holding of Abandonment (See MPEP 711.03(c) I and 37 
CFR§ 1.181) No fee required 

Where an applicant contends that the application is not in fact abandoned (e.g., a reply was in fact filed), a 
petition under 37 CFR § 1.181(a) requesting withdrawal of the holding of abandonment is the appropriate 
course of action. Any petition under 37 CFR § 1.181 to withdraw the holding of abandonment not filed 
within 2 months of the mail date of a Notice of Abandonment may be dismissed as untimely under 37 CFR 
§ 1 . 1 8 1(f). In order for a petition to be granted, the evidence must be sufficient according to' 37 CFR § 
1.8(b) Certificate of Mailing' 37 CFR § 1.10 "Express Mail" mailing' or MPEP 503 Postcard Receipt as 
Prima Facie Evidence. The petition should be addressed as follows: 

By mail: Mail Stop: Issue Fee, Commissioner For Patents, P.O. Box 1450, Alexandria VA 22313-1450 
By facsimile: 571-273-8300 

2. Petition To Withdraw Holding Of Abandonment Based On Failure To Receive 
Office Action (MPEP 711.03(c) H and 37 CFR § 1.181). No fee required 

Where an applicant contends that the original Notice of Allowance and Fee(s) Due was never received, if 
adequately supported, the Office may grant the petition and remail the Office action. The showing required 
establishing non-receipt of an Office communication must include a statement from the practitioner stating 
that the Office communication was not received and attesting to the fact that a search of the file jacket and 
docket records indicates that the Office communication was not received. A copy of the docket record 
where the nonreceived Office would have been entered had it been received and docketed must be attached 
to and referenced in practitioner's statement. 

Petition should be addressed to the Technology Center handling the application as follows: 
By mail: Commissioner For Patents, P.O. Box 1450, Alexandria, VA 223 13-1450 

By facsimile: 571-273-8300 

3. Petition To Revive An Abandoned Application (See MPEP 711.03(c) US) 

Where there is no dispute as to whether an application is abandoned (e.g., the applicant's contentions 
merely involve the cause of abandonment) a petition under 37 CFR § 1 . 137 (a) or (b) (accompanied by the 
appropriate petition fee) is necessary to revive the abandoned application. The text of these rules is 
available on the USPTO Internet Web site. Forms for these petitions, "Petition For Revival Of An 
Application For Patent Abandoned Unavoidably Under 37 CFR § 1.137(a)," PTO/SB/61, and "Petition For 
Revival Of An Application For Patent Abandoned Unintentionally Under 37 CFR 1.137(b)," PTO/SB/64, 
are available in the forms section of the USPTO website: http:,7www.uspto.gov . 

Petitions under 37 CFR § 1.137 should be addressed to the Office of Petitions as follows: 

By mail: Mail Stop Petition, Commissioner For Patents, P.O. Box 1450, Alexandria, VA 223 13-1450 

By facsimile: 571-273-8300 

Note: Abandonment takes place by operation of law for failure to reply to an Office action or timely pay 
the issue fee, not by operation of the mailing of a Notice of Abandonment 
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